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^Responsive to communication(s) filed on. 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1; 453 O.G. 21 3. 
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Of the above claim(s). 
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□ Claim(s) 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved 

□ The drawing(s) filed on _ is /are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All DSome* □ None of the CERTIFIED copies of the priority documents have been 
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_ is/are pending in the application. 
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— is/are allowed. 
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— are subject to restriction or election 
requirement. 
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Art Unit: 1754 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. The request filed on 9/10/04 for Continued examination (RCE) based on 
parent Application No. 10/025663 is acceptable and a RCE has been established. 

Claims 1-5, 11, 13, 14, 22-27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Brown et al. 5587348 taken with Wood et al. 

Brown teaches in column 2 and ex. 1 a catalyst having the claimed amounts of Ag and 
Pd on low surface area alumina. Brown does not recite the reduction and shipping, however 
teaches reduction in column 3. Wood teaches in column 16-17 making a Pd catalyst (with 
promoters), reducing it and storing it in inert gas. Shipping/selling it is an obvious expedient to 
make a profit and preventing re-oxidation is an obvious expedient to preserve the catalytic 
activity. Using the claimed gases is an obvious expedient to provide an inexpensive 
preservative; the examiner takes Official Notice that nitrogen helium, etc. claimed are old and 
known as nonoxidizing. Method of use recitations (claims 11, 13) do not limit the catalyst. 

Brown does not exemplify the ratio of claim 25, however suggests it. Thus, using the 
claimed ratio of metals is a matter of obvious optimization of catalytic activity versus expense; In 
re Boesch 205 USPQ 215. The examiner takes Official Notice that the supports not taught by 
the reference are old and known as equivalents to alumina, and thus are not patentable. 

Claims 1-5, 11, 13, 14, 22-24, 26, 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Johnson et al. 4484015 taken with Wood et al. 

The reference teaches in column 2 and 5 the claimed catalyst. Although not teaching the 
shipping processing, Wood teaches in column 16-17 making a Pd catalyst (with promoters), 
reducing it and storing it in inert gas. Shipping/selling it is an obvious expedient to make a profit 
and preventing re-oxidation is an obvious expedient to preserve the catalytic activity. Using the 
claimed gases is an obvious expedient to provide an inexpensive preservative; the examiner 
takes Official Notice that nitrogen helium, etc. claimed are old and known as nonoxidizing. 
Method of use recitations (claims 11, 13) do not limit the catalyst. 
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Claim 14 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over each of Brown et al. and Johnson et al. separately. 
The references each make the same catalyst even though possibly stored differently; no 
differences are seen. The examiner takes Official Notice that the claimed supports are old and 
known as catalyst supports. 

Claims 1-5, 11,13, 14, 22-27 are rejected under 35 U.S.C. 102(b) based upon a public 
use or sale of the invention. 

Brown, supra, indicates the catalyst was purchased from UCI. This company is based in 
the same city as the present assignee and is represented by 'Scott R. Cox' on many of its 
patents. It appears that the claimed catalyst was shipped in the claimed manner by the present 
corporation or its subsidiary, or that the company was purchased or taken over. 

Applicant's arguments filed 9/10/04 have been fully considered but they are not persuasive. 

The Declaration showing superior results versus not reducing are neither relevant nor 

unexpected, given that reduction is explicitly taught by the references. The claims are not limited 

to the showing and the showing is not versus the closest prior art. Further, method of use claims 

are not under examination; the Declaration relates to a method of use. The Declaration merely 

refers to the specification and does not offer anything new. A logical reason has been advanced 

for combining the references. 

Any inquiry concerning this communication should be directed to examiner Hendrickson 
at telephone number (571) 272-1351. 




Stuart Hendrickson 
examiner Art Unit 1754 



